Introduction
Many newly minted patent agents are going into practice holding the belief that a Canadian patent application need disclose the best mode of working an invention for only one class of invention: a machine. 1 If the application claims any other category of invention mentioned in section 2 of the Patent Act -any "art, process, … composition of matter, or manufacture", or improvement thereof 2 -the best mode of working or making that invention need not be disclosed.
This view would logically hold even where non-machine claims accompany a machine claim in the same application: the inventor may withhold the best mode of working everything connected to his invention, except whatever relates to the machine and its principle.
This paper argues that that the duty to disclose an invention's best mode in fact applies to all inventions. The view that the duty is restricted to machines is wrong and should be overruled at the earliest opportunity.
Over 65 years ago Thorson P. said in Minerals Separation North
American Corp. v. Noranda Mines Ltd. that the inventor must act uberrima fide and give all information known to him that will enable the invention to be carried out to its best effect as contemplated by him. 1 Thus, candidates for the 2010 Patent Agent Examination were expected to answer "no" to a question whether a specification claiming chemical compounds as the invention had to include the best method of making the compound: "there is no requirement [for an inventor] to describe his best method of making it. The 'best mode' requirement applies only to the application of a principle in respect of a machine, as set out in s. 27(3)(c) of the Patent Act, and not in respect of a compound" (Patent Agent Exam 2010 -Marking Guide B, Q. 13 , at http://www.ic.gc.ca/eic/site/cipointernetinternetopic.nsf/eng/wr02776.html#q13).
2 R.S.C. 1985, c. P-4, s. 2, def. "invention".
3 Minerals Separation North American Corp. v. Noranda Mines Ltd., [1947] Ex. C.R. 306 at 317, rev'd on other grounds [1950] S.C.R. 36, aff'd (1952) , 15 C.P.R. 133, 69 R.P.C. 81 (P.C.)
Since nothing relevant in the Patent Act has changed since the earlier Patent Rules (SOR 78-673), it seems wiser to follow the guidance of the older Rules, particularly Schedule 1 Form 24 as prescribed by s. 21. Taking a product invention as their example, they required the specification to include a "full description of the best way of using or putting into operation [its] inventive idea" (Form 24, para. (4)). 
Teledyne Industries Inc.
7 accepted Fox's view when asking whether or not the duty to disclose best mode had been broken in respect of a nonmachine patent, and held on the facts that it had not. Had no duty existed at all, one would have expected the Court simply to say so instead of undertaking an irrelevant inquiry.
How then has the contrary view that best mode applies only to machines arisen? Why is it wrong? The rest of this paper is devoted to answering these questions.
Restricting Best Mode: the Recent Decisions
In public policy terms, there is little reason why society should wish to grant an exclusive right in return for the disclosure of an inventor's second-or third-best method of realizing an invention while letting him keep the best to himself as a trade secret. The fact that no Canadian patent seems to have been invalidated solely for failing to disclose the invention's best mode 8 suggests the policy is working. The practical difficulty of demonstrating that the method disclosed is not in fact the best then known to the inventor may also play a part but, given that the penalty for non-compliance is invalidation of the patent, concealment must be considered a high risk strategy for a duty with potentially low patentee costs and high public benefit.
7 (1981) , 57 C.P.R. (2d) 29 at [44] [45] per Thurlow C.J. 8 One however did come close: Di Fiore v. Tardi, [1952] Ex. C.R. 149 at 155-56 ultimately holding a patent invalid for insufficiency for more "important" reasons than the best mode failure in that case.
Non-compliance may also have effects beyond Canada since
Canadian applications are often drafted in reliance on a corresponding
United States application that traditionally has also needed to disclose an inventor's best mode. But the United States has recently made best mode a mere talking point between the applicant and a U.S. patent examiner, instead of a ground of invalidation if the mode does not appear in the issued patent, 9 and European law has long lacked a best mode requirement. The U.S. change was supposedly partly premised on a wish Rev. Disc. 170 (2012) arguing that the new U.S. law helps ignorant foreign filers while disadvantaging U.S. inventors who will disclose best mode from habit, with J. Forstner, "International Implications of the U.S. Best Mode Requirement" 21 AIPLA Q'ly J. 157 at 165 (1993) Canadian patents therefore still need to know whether they should include or dispense with such a disclosure in their application, or beef up the specification when preparing a draft based on an application from a jurisdiction with little or no best mode enforcement.
Since most patent law ultimately rests on interpretations of the Patent Act one naturally first turns there for answers. Subsection 27(3) of the Act reads:
The specification of an invention must (a) correctly and fully describe the invention and its operation or use as contemplated by the inventor; (b) set out clearly the various steps in a process, or the method of constructing, making, compounding or using a machine, manufacture or composition of matter, in such full, clear, concise and exact terms as to enable any person skilled in the art or science to which it pertains, or with which it is most closely connected, to make, construct, compound or use it; 
Apotex Inc.:
Where Parliament has chosen to include a "best mode" obligation in respect of machine patents only, the courts must respect that choice. Accordingly, reading such a requirement into non-machine patents would be contrary to the principles of statutory interpretation. 12 Snider J. therefore held a patent for a medicinal compound need not disclose the best mode of making or applying it. 13 The Federal Court of Appeal in one of the Viagra cases decided the following year specifically approved the above passage in Sanofi-Aventis. 14 Snider J. herself recently reaffirmed her earlier ruling, rejecting an argument that claiming a number of medical compounds required the inventor to disclose which of them he thought best for the purpose.
15
So Sanofi-Aventis and its progeny continue as precedents until they are overruled.
Two preliminary observations may be made on this development.
First, apart from some reformatting and minor changes, subsection 27(3) has stayed the same since its enactment in 1935. 16 One therefore wonders 12 2009 FC 676 at para. 330. 13 Snider J. also held that a best mode duty was anyway not breached because the best mode known at the Canadian filing date was unknown at the earlier filing date on which the Canadian application was based, and the latter was the relevant time to test for best mode compliance (ibid. at para. 331).
14 Novopharm Ltd. v. Pfizer Canada Inc., [2012] 2 F.C.R. 69, 2010 FCA 242 at para. 72 ("Viagra"). In reversing Viagra for other defects in the specification the Supreme Court of Canada said nothing about the FCA's best mode ruling: Teva Canada Ltd. v. Pfizer Canada Inc., 2012 SCC 60 . The Supreme Court's ultimate decision on insufficiency has however been said to impose "a kind of best mode requirement": N.
Siebrasse, "Disclosure is the Quid Pro Quo" http://www.sufficientdescription.com/2012/11/disclosure-is-quid-pro-quo.html.
15 Teva Canada Ltd. v. Novartis AG, 2013 FC 141 at para. 376. 16 Patent Act, 1935 why, if the point taken in Sanofi-Aventis were good, it somehow escaped Fox and the highly litigious patent bar for some 70 years. Second, Parliament can and does do some pretty silly things but it is certainly entitled to a presumption against silliness in its legislation. One therefore also wonders why any legislature that believes in any form of best mode disclosure for patents would be so addle-pated as to limit its application to only one class of invention, and enigmatically of all those classes, machines. Why, for example, given the enormous importance the Canadian Parliament has attached to health care patents for the best part of a century, would it decide that disclosing an inventor's best mode of making or administering a medicine was not needed, while disclosing his best method of working a machine for making hairclips or paper cups was? Yet it is precisely in the field of medicine that the federal courts have now decided that Parliament meant there to be no duty to disclose the best mode of making or using the invention. Snider J. said she thought the result was against "[c]ommon sense and fair play" 17 but saw no way out. Stulta lex, sed lex. 
Best Mode Antecedents in British Law
In Britain, the link between best mode and the duty imposed by paragraph 27(3)(a) to "correctly and fully describe the invention and its operation or use as contemplated by the inventor" starts with the language of the British patent grant in use from the early 18 th century.
Because of the growing difficulty in discovering the nature of the invention from the often meagre description in the patent itself, the law officers who controlled the patenting process introduced into the was not allowed to do during the patent term (a function today served by claims); and (iii) to put the public in full possession of the invention once the patent expired so that those with relevant skills could work it as fully as the patentee could.
25
The inventor's duty under his patent and specification "particularly" to describe and ascertain his invention and how it performed amply supported not just the general duty to disclose, but also the particular duty to disclose the inventor's best method of making and using the invention. Gibbs C.J., well enough was not good enough. He directed the jury that:
[a] man who applies for a patent, and possesses a mode of carrying on that invention in the most beneficial manner, must disclose the means of producing it in equal perfection, and with as little expence [sic] and labour as it costs the inventor himself. The price that he pays for his patent is, that he will enable 27 Barber v. Grace (1847), 1 Exch. 339 at 345 per Pollock C.B. Pollock had been a law officer and leader of the patent bar and sat on many patent cases after appointment. "prejudicial concealment" and a "breach of the terms which the patentee makes with the public."
35
The grounds at common law and on the patent or specification were nevertheless independent, and the good faith requirement could equally flow from a purposive construction of the inventor's duty to "particularly" describe the invention and its use. This ground based on the language of the patent or specification -literally, part of the bargain the patentee made with the Crown in exchange for the exclusive rightgave courts the clearest authority for invalidating a patent for noncompliance. Insufficiency as a defence was invariably raised by pleading that the plaintiff had not complied with the patent proviso. The plaintiff then had to prove full and frank compliance or lose his case.
36
The language of the patent proviso was moved into legislation in 1852 37 and the proviso itself was eventually changed to allow for revocation on "any of the grounds from time to time by law prescribed". 38 Thus from 1852 on, the new statutory language became the main source of the best mode obligation, on which the former case law continued to be treated as authoritative.
39
The requirement to disclose the inventor's "best method" was made explicit in the patent statute of 1932 and remained so until the passage of the Patent Act 1977 (U.K.), when it disappeared on the U.K.'s joining the European Patent
Convention.
40
The presence of an overlapping common law duty of honesty or good faith is no doubt the reason for the occasional loose remark that the general duty to disclose, and the specific duty to disclose best mode, are rules of the common law. 41 But the duty to disclose the invention in a 39 "It is expressly enacted that the patentee must, in the complete specification, describe the manner in which the invention is to be performed, and the description will not be sufficient unless it includes the best means known to him at the time of filing the document": R. specification was not imposed by the common law, and so no "common law" of specifications or patent provisos ever existed in the way a judgemade common law of contracts and torts did -any more than there has been a "common law" of obviousness, anticipation or patent infringement, despite the enormous body of case law on these concepts that nevertheless firmly rested on legislation or the words of the patent grant. 42 As the old rules of pleading and evidence clearly recognized, 43 the duties of disclosure and best mode were best based on the language of the patent proviso and specification. A decision on the meaning of a power or provision in a statute or deed does not become part of the "common law" just because a common law-trained judge delivers or deduces it, or common law principles are applied to interpret the instrument's language or the consequences of non-compliance with its provisions.
44
If a best mode duty can therefore be drawn from the proviso of the British patent grant it should equally flow from the language of paragraph 27(3)(a) of the Canadian Act. proviso with compliance with another aspect of subsection 27(3).
45
Conceptually and functionally the Canadian duty to "correctly and fully describe the invention" is no different from the British duty to "particularly describe and ascertain the nature of his invention"; the 
Best Mode in American Law
The first patent law of the United States in 1790 amounted to only one section although a longer and more expansive one than its inspiration Not only did the inventor have to supply drawings, specimens and (on request) models, but by § 3 he also had to deliver a written description of his invention, and of the manner of using, or process of compounding the same, in such full, clear and exact terms, as to distinguish the same from all other things before known, and to enable any person skilled in the art or science, of which it is a branch, or with which it is most nearly connected, to make, compound, and use the same.
This primary obligation was followed by one contained in a second sentence which imposed a more specific duty for machines. The inventor had to disclose not just his best mode but "the several modes" of working his machine, thus:
And in the case of any machine, he shall fully explain the principle, and the several modes in which he has contemplated the application of that principle or character, by which it may be distinguished from other inventions… This several-modes duty was clearly additional to the one contained in the prior sentence. The machine inventor was not absolved by the several-modes duty from delivering a "written description" of the machine and "the manner of using" it "in such full, clear and exact terms" etc. remark, how the 1793 requisites were "blended and intermixed" but emphasized the dominance of § 3's opening language: "it is by observing the first of these requisitions" -i.e., the duty to deliver a written description in full, clear and exact terms -"that the latter are complied with", and "what is said of one requisite, is, in many instances, equally applicable to another".
50
These provisions remained much the same when the U.S. Act was revised in 1836 to create a system of examination, except that the several-modes-for-machine provision in a renumbered § 6 became part of the earlier sentence, separated by a semi-colon rather than a period.
51
The change of punctuation indicated no change in meaning: the conjunction "and" indicated that the special duty for machines was What is clear is that if an inventor had several modes of working the machine's principle, he could not avoid also saying which was or were his best. Since that duty was not expressed in the machine provision, it could come only from the earlier language that required the invention and its manner of use to be described in such "full, clear and exact terms" as would enable a skilled worker to use it as well.
54
In other words, this primary duty must have applied as fully to machines as it applied to other inventions. 220-21 (1978) rests best mode on the statutory codification of the common law duty, stemming from § 6 in the 1793 Act through later Acts, to tell the whole truth and not deceptively conceal anything "relative to his discovery". But the overlapping duty in §6 not to lie is conceptually distinct from the duty in §3 fully to disclose: see text accompanying supra notes 30-36; Grant v. Raymond, 31 U.S. 218 at 247 (1832).
We have until now assumed that the British approach of interpreting the language of the primary duty to include best mode was followed in the United States, and indeed it was. After citing the several-modes-for-machine sentence, he made it plain that the duty to disclose several modes was in addition to the primary duty to disclose the machine's best mode:
[H]e is to state not only the peculiar device or construction which he deems best for producing the new effect exhibited in his machine, but also all the other modes of producing the same effect, which he means to claim as being substantially applications of the same principle.
62
Two cases under the 1836 Act on machine improvement patents bear Curtis out. The first claimed improvements to a cotton gin that left greater spaces between the machine's ribs to avoid clogging, and then gave three ways to achieve that spacing. Story J. said the inventor need not specify further how the three ways could be implemented: it sufficed "for him to state the modes which he contemplates to be best."
63
The second case also involved a machine patent, an improved portable sawmill, and the judge drew no distinction between machine and other inventions in his direction to the jury: The patentee is bound to disclose in his specifications the best method of working his machine known to him at the time of his application. The specification is intended to teach the public the improvement patented; it must fully disclose the secret [and] must give the best mode known to the inventor… 64 When a new Patent Act was enacted in 1870, it repeated the specification provision but the several-modes-for-machine sentence was now replaced by a best-mode-for-machine provision:
and in case of a machine, he shall explain the principle thereof, and the best mode in which he has contemplated applying that principle so as to distinguish it from other inventions… 65
The purpose of the amendment was not to impose for the first time a best mode duty for machine patents. On the contrary, it confirmed the holdings of prior case law that machine inventors were subject to that duty under the general provision to describe the invention and its use in "full, clear and exact terms". The amendment's evident purpose was rather to remove the special duty on machine inventors to disclose not merely the best mode but also "the several modes" for working the machine invention. 66 Machines were now put on a par with all the other sorts of significant inventions that were making their presence felt on the patents register.
In other words, after 1870 the best mode requirement continued as before for all inventions and, for the avoidance of doubt, machine 
Best Mode in Canadian Law
The drafting anomaly the U. just largely copied the 1836 U.S. Act including its several-modes-formachine clause.
76
The Dominion of Canada's first Patent Act in 1869 was also modeled on the 1836 U.S. Act with a few variations. The specification's description had to be in "full, clear and exact terms" and also had to "correctly and fully describe the mode or modes of operating contemplated by the applicant" for all inventions. The redundancy of the 1869 Act's retention of a provision for machines that required a full explanation of "the several modes in which it is intended to apply and work out" the machine's principle apparently went unnoticed.
77
These provisions continued with minor stylistic variations through amendments and consolidations of Canada's patent laws until the reforms of 1923; but the more things changed, the more things stayed the same. on inventors "in the public interest" to reveal "the best manner known to the inventor of performing" the invention as part of the "condition … that he has disclosed completely his invention": so said the Supreme Court of Canada when reviewing "some long established and well understood principles of patent law".
79
Nobody doubted that, despite all the legislative tinkering, the statutory duty applied across the board to machines as much as to any other invention. Thus Ridout in his 1894 treatise wrote that the inclusion of the several-modes-for-machine provision did not necessarily mean that all alternate modes of operation are to be illustrated and described, for there might be many; the best method of applying and working out the principle is the one to be described.
80
A universal best mode duty was particularly important for Canada because of some special features of its early legislation that were not always present in American or British law. First, Canada allowed patents to be used by the government without the patentee's consent, although he was entitled to reasonable compensation as fixed by the Commissioner of Patents.
81 Second, the Canadian Acts required early local working of patents by invalidating those which after 18 months relied on imports or after 2 years were not locally worked to meet public demand.
82
This requirement, extending beyond machines to manufactures as well, was supplemented in 1903 by a system of compulsory licensing that allowed anyone to apply to the Commissioner of Patents to work the patent on terms fixed by the Commissioner, where the reasonable requirements of the public for the invention were not being met. (1) is certainly consistent with that intention. It returns to the simple concept of the British patent grant and the prevailing interpretation of the pre-1870 U.S. specification statutes that deduced a universal best mode duty from comparable general language.
The presence of such a duty is also confirmed by the fact that three sections later Parliament introduced new provisions, inspired by recent British reforms, to limit patents over the critical areas of food, medicine and their ingredients. If the substance intended for food or medicine was prepared or produced by a chemical process, only the substance as prepared by that process could be claimed. Parliament must have meant these patents to be subject to the best mode provisions of subsection 14(1). Since everyone was free to make the food or medicine by a different non-infringing process, disclosing the best mode of the product and process would encourage others to find better ways of making food and medicine. 86 The patents were also subject to compulsory licensing at a royalty fixed by the Commissioner of Patents with regard to 85 Thus, on the Patent Bill's second reading, a government amendment was put forward to subs. 14(2) to simplify the requirement for signing the drawings that accompanied specifications "to conform with the practice of Great Britain, the United States and other countries" (H.C. Debates, 14th Parl., 2d Sess., 13-14 Geo V, Vol. 3 at 2073 (1923 the desirability of making the food or medicine available to the public at the lowest price consistent with giving to the inventor due reward for the research leading to the invention.
87
The research leading to the invention would have included the best mode both of working the process and also achieving the best version of the food or medicine at the lowest price. Requiring licensees to make Nor is implied repeal suggested from anything in the 1870 U.S. Act.
On the contrary, as noted earlier, the universal best mode duty was held by treatise writers, the U.S. Patent Office, and court opinion to continue under that Act despite the switch from the several-modes-for-machine provision to the best-mode-for-machine one. 90 Parliament could no doubt have at any time copied the 1952 U.S. reform that explicitly made best mode universal. Since a universal best mode duty was however already generally understood to continue as before in Canada after the 1935 reforms, there was no pressure for yet further cosmetic tinkering merely to confirm that understanding.
Sanofi-Aventis Revisited
The Ltd. v. Anchortek Ltd., 2001 FCT 1404 2003 FCA 168, is the rare example of an application of para. 27(3)(c) to a "machine", although the plastic seismic hole plug there seemed to qualify more as a "manufacture". No breach of duty was found.
90 Supra notes 65-68 and accompanying text. Supreme Court's Consolboard decision required best mode to be applied beyond machine inventions.
91
The Court of Appeal is not bound to follow an Exchequer Court decision, and Consolboard is indeed obiter on best mode. But the view that Minerals Separation was also obiter on best mode is incorrect, and Consolboard was far more relevant to her case than Snider J. seemed to realize. Although the point is somewhat obscured by his lengthy analysis of other defences, Thorson P. did consider whether his inventor had sufficiently disclosed the best mode of working the patented process of using a new but unclaimed substance (xanthates), and concluded that he had and that there was "no lack of good faith". 93 Thorson P. then held:
In my opinion, the inventor has correctly and fully described his invention in its various aspects so that any person skilled in the froth flotation art would know precisely what the inventor has found to be new and useful, primarily as his best invention the use of the xanthates he defined, and also, on the ores specified and within the limits stated, the use of the other substances specified.
94
He then rejected another best mode submission, that the specification did not disclose the best method of making xanthates:
It was contended that in the course of the tests at Anaconda, in which an acid circuit was used, the inventor had learned a better method of preparing xanthate for use in an acid circuit than that described in paragraph 8 Thorson P. went on to dismiss the whole case based on nondisclosure under paragraph 27(3)(a). On the best mode point under that paragraph, he said that the skilled reader was "directed to the use of the best substance without any need for experimentation and can then deal with the other substances found to be useful as he chooses under the conditions mentioned".
96
Minerals Separation is therefore a holding that the best mode and good faith duties exist for all inventions by virtue of paragraph 27(3)(a).
Thorson P. did not apply the duty to the chemical compound because the compound was not claimed, but he did apply it to the chemical process, which was claimed. Whether he was right or wrong in his application is irrelevant for present purposes, except to notice that neither a compound nor a process is of course a machine.
The Supreme Court in Consolboard approved another passage in Thorson P.'s judgment, requiring that when the period of monopoly has expired the public will be able, having only the specification, to make the same successful use of the invention as the inventor could at the time of his application. standards of disclosure for different parts" of the document was thus wrong.
119
The Supreme Court therefore held that the expression of a "well established principle" in only one paragraph of subsection 27(3) does not necessarily imply its exclusion elsewhere. The best mode standard is no less well established than the skilled worker standard in issue in J. fully recognized that his task was to interpret a provision that he called "the heart of the patent system". But the disclosure subsection was not the sort of precisely, coherently and consistently drawn provision where guides such as the implied exclusion concept could be routinely applied:
It gives the impression of a mélange of ideas gathered at random rather than an attempt to enunciate, clearly and concisely, a governing principle or principles. This is perhaps understandable in that the section is the product of amendment over a period of many years. The language simply does not lend itself to a tight, literal interpretation. It is, and should be treated as, a parliamentary pronouncement, in general terms, of that which must be set forth by the applicant to the world before being qualified to receive the grant of monopoly under a patent. greater particularity of description, but they appear to be little more than pleonasm… It is not readily apparent that anything of substance was added in 1935 to that which had been required since 1869. 
Conclusion
The duty to disclose an invention's best mode of working as part of the price of receiving a lengthy period of market exclusivity for an invention has been part of Canadian patent law from the beginning. It is a modest enough obligation:
Full disclosure creates few added transaction costs; eliminating it lessens the value of the public's return for the grant of exclusivity and imposes additional costs on those who rely on the patent. Only what the inventor honestly believes, at the claim date, to be her best method of practising the invention need be disclosed and enabled.
126
Whatever difficulties best mode compliance may have faced elsewhere, the record in Canada, so far as revealed by reported litigation, indicates a doctrine that has encouraged good practice and been sensibly applied -apart from the recent deviation in the case law, which, one hopes, will be soon overruled. Whether or not Parliament retains a general best mode duty, subsection 27(3) could anyway do with 126 Vaver, supra note 6 at 345.
redrafting to overcome Dickson J.'s objection of its failure to enunciate its governing principles "concisely" and therefore "clearly".
127
Meanwhile, even if subsection 27(3) currently still reads like an 18 th century statute that is overly focused on machines, there is no duty nor necessity for its interpretation to create more anomalies than were present in its forbears in those less than best of times or modes.
